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Art Unit: 1765 . 

Claim Rejections - 35 USC§J12 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 22-24, 30, 37, 39-47, 49-55, 57-64, 66-73, 75-82 are rejected under 35 
U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

In claims 22-23, 30, 37, 46-47, 55, 64, 73, the wherein clauses such as "wherein platinum 
and palladium are present in an amount . . .to provide at least one performance characteristic at 
least 50% greater than either noble metal alone. . renders the metes and bounds of the claims 
unclear. Do these wherein clauses further limit the broad range cited in the body of the claim? 
For example, in claim 22, is there only a more narrow range, e.g., 10-20%, for which the wherein 
clause is true compared to the broad range of 1-99.9% cited in line 3? 

In claim 24, the term "about" renders the metes and bounds of the claim unclear. About 
is a broad term, and it is unclear if this implies a range of compositions, does "about" encompass 
+/- 5% or +/- 10%? It may be simply deleted. 

In claims 40-43, 49-52, 58-61, 67-70, 76-79, the wherein clauses such as "where the 
tensile strength is at least about 1000 MPa" in claim 75; "wherein the yield strength is at least 
about 750 MPa" in claim 77; "wherein the hardness is about 5 GPa" in claim 78; or 
"wherein. . .an electrical conductivity . . .is at least 1 0% of the platinum alone" in claim 79 render 
the metes and bounds of the claims unclear. Do these specific values limit the composition to a 
more narrow range than that cited in the independent claims? For example, is the tensile strength 
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at least 1000 MPa only for a range of 80 to 98% Pt and 2-20% Ni, or does any ratio of Pt and Ni 
in the alloy provide for this level of tensile strength? 

Claims 39, 44-45, 53-54, 57, 62-63, 66, 71-72, 75, 80-82 fail to cure the indefiniteness of 
their base claims, and are therefore also rejected. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 22-23, 37, 39-45, 55, 57-64, 66-73, 75-81 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Franz et al (US 6,541,676 Bl). 

Franz discloses to form alloys of platinum, palladium, nickel, ruthenium, rhodium, gold 
(col.5, lines 42-44) for a free standing flexible member 17 of a microelectromechanical device. 
For example, as to claim 22 this comprises platinum and palladium, as to claim 23, gold and 
platinum, as to claim 37, platinum, rhodium and ruthenium, as to claim 55, platinum and 
ruthenium; as to claim 64, platinum and rhodium; and as to claim 73, platinum and nickel. 

Franz does not explicitly disclose the specific alloy combinations and percentages, 
however it would have been obvious to choose them since Franz discloses that they are useful 
materials to form alloys from. In addition, since they are used for the same purpose as in the 
instant invention, as free-standing members, it is obvious to form them to the cited percentages, 
which inherently then have the cited properties since they are the same composition, in order to 
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achieve materials that are capable of being free-standing and capable of being moved from one 
position to another. 

Allowable Subject Matter 
Claims 24, 30 and 46-54, 82 are allowable over the prior art for the reasons of record. 
Claims 24, 30 and 46-54, 82 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 

Response to Amendment 

The claims remain rejected over Franz. Franz discloses free-standing metal alloys for 
micromechanical devices. The allowability of claims 24, 30 and 46-54 is withdrawn in view of 
the new 35 USC 1 12 rejection. The claims are newly rejected under 35 U.S.C. 1 12, 2 nd paragraph 
as being indefinite. It is unclear if the wherein clauses further limit the composition. 

Response to Arguments 
Applicant's arguments filed 1/5/06 have been fully considered but they are not 
persuasive. Applicants argue that the membrane disclosed by Franz is not capable of movement. 
This is not persuasive, since the membrane, even though supported by a ceramic layer, is 
nevertheless free to move given a large enough pressure drop. Franz discloses that pressure 
drops of 5 atm are possible (col. 6, line 4). Therefore, although not likely, the membrane is 
capable of movement (for example under very large pressure drops), as broadly cited. 
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As to the argument that Franz does not disclose the specifics cited in the wherein clause, 
this is not persuasive because if Franz suggests the composition cited in the claim, then that 
composition should then have the properties cited in the composition (same compositions are 
expected to have the same properties). If this is not the case, then the wherein clause further 
limits the claim in an unclear manner. 

Applicant argues that Franz discloses a planar metal layer maintained in a rigid condition 
by a ceramic support layer. However, as noted above, the metal layer will move given a 
sufficient pressure drop, and is thus "capable of 5 movement as broadly cited. 

Applicant argues that Franz discloses that the metal-based layers are weak. This 
argument is not commensurate in scope with the claim as the claims are not limited to layers that 
are not weak. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anita K. Alanko whose telephone number is 571-272-1458. The 
examiner can normally be reached on Mon-Fri until 2:30 pm (Wed until 1 1:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine Norton can be reached on 571-272-1465. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Anita K Alanko 
Primary Examiner 
Art Unit 1765 



